Intellectual Property

1.  introduction

This information booklet is intended for all Northrop Grumman employees who might conceive and/or reduce to practice, an invention or item or new technology. Its purpose is to inform employees of their obligations in identifying, documenting and reporting inventions and items of new technology, and to present general information concerning patents and intellectual property.

Any employee interested in more specific information regarding intellectual property or requirements of invention and/or new technology reporting is invited to consult with the Intellectual Property Section of the Law Department.

Each employee has, in consideration of his or her employment by Northrop Grumman, signed an Employee Intellectual Property Agreement (Form C-100A) or a similar form of agreement agreeing to promptly disclose and assign his or her inventions to the Company. Such inventions are to be promptly disclosed to the Company in confidence, whether or not the inventor believes the Company has rights under the Employee Intellectual Property Agreement. This will permit the Company to evaluate its rights in the Invention and to determine the rights, if any, the U.S. Government may have by contractual obligation between the Company and the U.S. Government or a third party.

The Employee Intellectual Property Agreement does not apply to an invention developed by the employee entirely on his/her own time without using the Company's equipment, supplies, facilities, or trade secret information except for those Inventions that either:

(1) relate at the time of conception or reduction to practice of the invention to the Company's business, or actual or demonstrably anticipated research or development of the Company; or

(2) result from any work performed by the employee for the Company.

A patent plan has been in effect at Northrop Grumman Corporation for several years. The present plan became effective 17 December 1999.

The plan may, without notice to any employee, be amended or terminated at any time.

This information booklet presents general information concerning patents, copyrights, trademarks, and other forms of intellectual property protection and of the Northrop Grumman invention reporting and evaluation procedures. It is not intended as a text on intellectual property law. Consequently, many details are omitted and complications have been avoided. It is hoped that this information booklet will be useful to inventors and others who may be interested in the subject matter.

2.  intellectual property ( constitutional basis

Protection of intellectual property in the United States dates back to colonial days. Even before legal provisions were made for patents in the Constitution and in the Act of 1790 ( "An Act to Promote the Progress of Useful Arts," the founders of the Republic sought to promote the use of good ideas to serve the citizens and consequently the country.

This is evident by the provisions of the above Act and Article I, Section 8, of the Constitution of the United States which states, "The Congress shall have power . . . to promote the progress of science and useful arts, by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries." Such protection under the patent, trademark and copyright laws grants the author or inventor certain exclusive rights over a legally specified period of time. These rights are to encourage development of ideas and inventions, and disclosure thereof to the public for the benefit of the public. Indeed, in disclosing an invention to the public, the groundwork may be laid for a chain of inventive ideas and commercial development.

Pursuant to the provision of the Constitution, Congress has passed a number of statutes under which the United States Patent and Trademark Office (USPTO) is organized and the patent system is established. The USPTO is currently an office within the Department of Commerce where all documents pertaining to patents and trademarks are preserved.

Comparable records relating to copyrights are retained in the Copyright Office of the Library of Congress.

3.  Trademark

A trademark is the name or symbol used to indicate the source or origin of goods or services. Trademark rights prevent others from using the same name on the same goods, but do not prevent others from making the same goods without using the trademark. A trademark which is used in interstate or foreign commerce may be registered in the USPTO. Rights in a trademark may be retained by the owner as long as the trademark is properly used. Thus, a trademark may last indefinitely. Trademark registrations are for 10 years, and are renewable.

4.  copyright

Copyright protects the writings of an author against copying. Currently, computer programs and computer software are classified as a type of writing. Literary, dramatic, musical and artistic works are included within the protection of the copyright law which also confers performing and recording rights. The copyright goes to the form of expression rather than to the subject matter of the writing. A description of a machine could be copyrighted as a writing, but this would only prevent others from copying the description ( it would not prevent others from writing a description of their own or from making and using the machine. A copyright is registered in the Copyright Office in the Library of Congress, not the USPTO.

A copyright in a work created on or after January 1, 1978 endures for a term consisting of the life of the author plus fifty years. In the case of a "work made for hire," as for a corporation, the copyright endures for a team of seventy-five years from the year of its first publication, or a team of one hundred years from the year of its creation, whichever expires first.

5. semiconductor chip registration

Registration of a semiconductor chip design is somewhat similar to the process by which a copyright is registered with the Register of Copyrights. The owner of a registered mask work has the exclusive rights to do and to authorize any of the following: (1) to reproduce the mask work by optical, electronic or other means; (2) to import or distribute a semiconductor chip product in which the mask work is embodied; and (3) to induce or knowingly cause another person to do any of the acts described in (1) or (2).

The protection for a mask work ends ten years after the date of registration or date of first commercial exploitation, whichever occurs first.

6. utility patent

A patent is a grant by the government to the inventor, or in the case of a company, the assigned owner, of the right to exclude others from making, using or selling the claimed invention for a specified number of years. The right is granted in exchange for full disclosure of the invention to the public. A utility patent may be obtained on an invention in any new and useful process, machine, manufacture, discovery, innovation, or composition of matter, and improvements thereto. A patent is granted only after receipt in the USPTO of a regularly filed application, containing a detailed description or specification of the invention, accompanied by drawings if the invention can be illustrated.

 The application includes, and the patent is granted, with a statement called a "claim" which describes the subject matter to be protected. At the USPTO, the claim in the application for a utility patent is evaluated as to eligible subject matter, novelty, utility, nonobviousness, and formal and legal matters.

Upon being granted, a utility patent is enforceable for a term of 20 years from the date of filing in the United States. In many countries, and in this country, fees must be paid periodically to maintain the patent enforceable after the patent is granted. The grant of a patent does not include the right to make, use, or sell the patented invention if the subject matter has elements covered by an unexpired patent of another.

7. design patent

The inventor of a new, original and ornamental design for an article of manufacture may obtain a design patent on the visual characteristics of the article. As a design is manifested in overall appearance, the subject matter generally relates to the configuration or shape of the article, its surface ornamentation, or both. A design must be a definite, preconceived thing, capable of reproduction, and not merely a chance result of a method. In this country, design patents are granted for the term of 14 years.

8.  inventorship

An application for a United States patent must be made in the name of the inventor(s) only, and no person who has not actually created a portion of the invention is entitled to be considered a joint inventor. Inventors may apply for a patent jointly even though each did not make the same type or amount of contribution or each did not make a contribution to every claim of the application. When multiple inventors are named in an application, each named inventor must have made a contribution individually or jointly to the subject matter of at least one claim of the application.

different applications for the same invention

Due to similar business conditions in the commercial world, two or more applications for the same invention may be filed in the USPTO by different inventors at about the same time.

The USPTO application files are not open for public search. Thus applications made by others for the same or similar inventions cannot be determined before filing a Northrop Grumman application.

The patent statutes state that only the actual first inventor of a patentable invention can obtain a valid patent. Consequently, there must be proper evidence available to establish and prove the first inventor in case one or more other inventors claim the same invention.

When two patent applications are filed for the same invention and contain allowable claims, the USPTO makes a determination of the first inventor, irrespective of the first filed application, by an examination of the inventor's evidence presented to prove vital dates. At this interference proceeding, a Board of Interference Examiners hears evidence from all parties claiming to be the first inventor. The Board awards priority of invention, and the patent, to the claimant who first conceived the invention, provided that party has exercised due diligence in reducing the invention to practice even though the opponent may have been the first to reduce the invention to practice. A diligent inventor who was not the first to conceive the invention may nevertheless be awarded priority of invention over the opponent if the opponent was not diligent in reducing the invention to practice.

A reduction to practice can be made by actually building and successfully operating the invention, or by filing a patent application on the invention. The latter is known as a constructive reduction to practice. Thus dates, and particularly dates that can be proven by acceptable documentary evidence, become of prime importance. The date an invention is incorporated in a working device or process, and is operated successfully under conditions of normal use, is the date of actual reduction to practice.

As the inventor's statements must be corroborated by others, disinterested witnesses usually must be called upon to prove various important dates. These dates are important for the proper protection of inventions made either at Northrop Grumman or on the employee's own time, and in either case, should be carefully recorded.

The Date of Conception of the Invention can be proven in many ways. An oral discussion with others who can understand the invention may be adequate, but documentary evidence, such as a dated document, is by far preferable. Sign and date all documents the day they are made.

The Date of a First Sketch or Drawing can be proven the same way. It is safest to prepare the written description and sketch as soon as possible after conception.

The Date of a First Disclosure to Others can be proven by having witnesses read and understand the description or sketch, and then date and sign the document as of the date read. To prove this date, witnesses are required to verify the date they read, signed and understood by description.

Only when an inventor is diligent by endeavoring to reduce his/her invention to practice is he/she entitled to rely on the original conception date. The best way to be diligent, in the patent sense, is either to apply for a patent on the invention or to first make a successful device or test of a process and then apply for a patent.

Thus, an inventor should never keep his/her invention secret, but should disclose it to someone who can understand it, so that they can later testify in his or her behalf if necessary.

Thus, since a valid patent can be granted only to the first inventor, prompt disclosure of an invention to the Division Patent Representative is necessary, as soon after conception as possible, and prior to release or publication of information thereon.

9.  statutory classes

The patent law specifies the statutory classes of inventions that may be patented and sets rules under which a patent may be obtained. The term "invention" means invention or discovery. In the language of the statute, "any person who invents or discovers any new and useful process, machine, manufacture, or composition of matter or any new and useful improvement thereof, may obtain a patent therefor" subject to the conditions and requirements of the law.

The classes of inventions taken together include practically everything which is made by man and the processes for making them. By the word "process" is meant a process or method, and new processes, primarily industrial or technical processes, may be patented. The term "machine" used in the statute needs no explanation. The term "manufacture" refers to articles which are made, and includes all manufactured articles. The term "composition of matter" relates to chemical compositions and may include mixtures of ingredients as well as new chemical compounds. The statute specifies that the invention must be "novel" and "useful."

Interpretations of the statute by the Courts define the limits of the field of subject matter which can be patented. In general, business forms and business methods, such as bookkeeping systems and modes of selling, are not patentable.

The USPTO does not usually refuse to grant a patent just because the device may appear ridiculous or frivolous. Experience has shown that occasionally such a device may become important. At first, the steamboat was called "Fulton's Folly."


10.  novelty

If the invention has been described in a printed publication anywhere in the world, or if it has been in public use or on sale in this country before the date the applicant made his invention, a valid patent cannot be obtained. Also, if the inventor or another describes the invention in a printed publication or uses the invention publicly or places it on sale, he must apply for a patent before one year has passed, otherwise any right to a patent will be lost.

Even if the subject matter sought to be patented is somewhat different from the prior art, a patent may still be refused if the differences would be obvious. The subject matter sought to be patented must be sufficiently different from what has been used or described before, so that it may be said to amount to invention over the prior art. Small advances that would be obvious to a person having ordinary skill in the art are not considered inventions capable of being patented. For example, substitution of one material for another, or a substitution of an equivalent, such as a wheel for a lever or a change of conditions in a process, such as using a lower temperature or pressure, is not normally patentable. However, if some unusual and unexpected new result is obtained from a substitution when utilized for the first time, or if a new and unobvious result is obtained, upon changing from a wheel to a lever, or if a change in a process results in an unusual and unobvious result being obtained, then a patentable invention may be involved.

11.  northrop grumman invention policy

Inventions, trademarks and copyrightable subject matter originating within the Northrop Grumman Corporation are to be protected wherever possible in order that intellectual property rights can be exploited by the Company to the fullest practicable degree.

It is the policy of Northrop Grumman to centralize responsibility for the formal protection of all Company inventions. Responsibility for processing all invention disclosures and for filing of all patent applications is assigned to the Intellectual Property Section of the Law Department. The policy is applicable to all segments of the Company, including wholly-owned subsidiaries, and also applies to the formal protection of trademarks and copyrights.

The objectives of centralizing responsibility for the formal protection of Company inventions are to control costs, provide uniformity and consistency in the application of Company policy with respect to intellectual property, and insure adequate protection of the Company's interests.

In furtherance of these objectives, each segment of the Corporation is to designate a Patent Representative whose responsibilities include the collection of invention disclosures. There are then forwarded to the Intellectual Property Section of the Law Department together with such recommendations as the sector, subsidiary, division or business unit may have with respect to the desirability of filing a patent application.

12.  disclosure of inventions

All employees inventions, improvements, or discoveries (herein called "inventions"), conceived or first reduced to practice under the conditions described in the Employment Agreement (Form C-100A for Employees, and Form C-100C for Contractor Employees) are the exclusive property of the Company, and must be promptly disclosed and assigned to the Company.

Disclosures should be made through the Patent Representative of the sector, subsidiary, division or business unit in which the inventor is employed. The name and location of the Division Patent Representative can be obtained from the Intellectual Property Section of the Law Department.

A full invention disclosure should include a clear, concise, written description of the invention, operating details and the results obtained. The disclosure should include sketches or drawings identifying the essential elements or components. A working model need not have been built and tested at the time the initial disclosure is made to the Company.

13. northrop grumman patent award plan

The Northrop Grumman Patent Award Plan is designed to encourage employees in the creation of new and useful inventions relating to the Company's fields of endeavor. Prompt, written disclosure of inventions benefit the Company and the inventor.

The Patent Award Plan and the Suggestion Award Plan are administered separately. However, an employee submitting an invention disclosure may qualify for awards under both plans.

14. invention assignment, filing, and patent awards

Upon receipt of the completed "Record and Assignment of Invention" (Document C-25), each disclosure is carefully evaluated for Company interest and patentability. If accepted and acted upon by the Intellectual Property Section of the Law Department, a $75 disclosure award will be made to each named inventor for all disclosures relating to the Company's business. The inventor or inventors become eligible for a patent award if it is determined that the invention is valuable or potentially valuable to the Company, and a patent application may be filed.

A $500 award is made to each named inventor who contributed to the invention if and when a patent application is filed on the subject matter of the disclosure. The term "patent application" on which an award is to be made generally does not include Continuation or Re-Issue applications, but may include Divisional and Continuation In-Part applications as determined by the Intellectual Property Section of the Law Department.

An additional $500 award is made to each named inventor who contributed to the invention if and when the patent application results in an issued patent.

applications for patents in foreign countries

When the Company files an application for patent in a foreign country, $100 will be paid to each named inventor. No additional payment will be made for filings in additional foreign countries nor upon the issuance of a foreign patent. If no United States patent activity is undertaken, but foreign activity is undertaken, the inventor-employee will receive an award only as to activity in one foreign country.

participation in the patent award plan

The Patent Award Plan is governed by the policies and procedures of the Patent Award Plan, if any, in effect at the time as outlined in Company Policies. Inventions disclosed to the Company will be governed by the Northrop Grumman Patent Award Plan in effect on the date of the award.

Patent Awards and the Northrop Grumman Patent Award Plan may, without notice to any employee, be amended or terminated at any time by the Company.

Termination of employment with the Company does not necessarily affect the inventor's participation in the Patent Award Plan. However, continued eligibility requires the full cooperation of the inventor in providing any assistance to the Company that may be necessary to file and perfect title to patent applications and amendments thereto in the United States and in foreign countries.

Although Northrop Grumman contractor employees must promptly disclose inventions made by them to the Company, Contractor employees are not eligible for participation in the Northrop Grumman Patent Award Plan and they do not obtain the benefits thereof.

15. administration

The prosecution of all patent applications and the development and use of inventions are at the sole discretion and expense of the Company.

The identity of any co-inventor or co-inventors and the extent of their participation in awards under the Patent Award Plan are determined by the Intellectual Property Section of the Law Department, whose determination is conclusive, final and binding.

16. release of inventions

Ordinarily the Company does not release inventions or copyrightable works which are related to the Company's business or, except under extraordinary circumstances, reassign to employee-inventors or employee-authors patents or copyrights obtained and owned by the Company on their respective inventions or works. However, upon receipt of a written request, consideration may be given to the release of an invention or copyrightable work which technically is related to the Company's business, provided the Company has no intention of using, protecting, or retaining the invention or copyrightable work, and further provided the invention or the copyrightable work was not made or produced under contract with the United States Government. The mere fact that the Company chooses not to seek patent protection on an invention cannot form the basis for a release.

Any release granted will retain "shop rights" for the Company together with such rights as must be reserved for the Government. The term "shop rights" includes an irrevocable, nonexclusive, nontransferable and royalty-free license to practice the invention. In the event the invention resulted from cooperation with a customer through a contractual relationship, the Company can only release those rights which it owns and not any rights which may be owned by the customer. In most cases, inventions made under Government contracts cannot and will not be released.

17. inventions under government contracts

Strict legal obligations are imposed on the Company to report promptly all inventions, discoveries, innovations and improvements, patentable or not, made by its employees in the course of performing contracts with the Government. Failure to fulfill its contractual obligations exposes the Company to severe penalties and seriously diminishes the Company's business opportunities in the national defense industry.

Most Government contracts contain provisions which at the Company's election and option vest title in Northrop Grumman to inventions conceived or first actually reduced to practice under the contract. Those Government contracts reserve for the Government a nonexclusive, royalty-free license to practice in the United States and throughout the world those inventions first conceived or first actually reduced to practice in the course of performing that contract for the Government. Such license extends to Government purposes only, leaving the commercial rights where applicable to the contractor. Some Government contracts contain provisions for obtaining greater rights for the contractor.

18. reporting and subcontracts

Northrop Grumman furnishes to the Government Contracting Officer a written report concerning each reportable invention or item of new technology promptly upon the making thereof. Such report shall include such technical detail as is necessary to identify and to fully describe the nature, purpose, operation and physical (electrical, chemical, etc.) characteristics of the reportable item.

In addition to the reports required in the above paragraph, Northrop Grumman conducts periodic reviews of the work performed to assure that all reportable items have been reported to the Contracting Officer. Within a reasonable time following each annual anniversary date of the contract, until completion of the contract work, and within three months following completion of the contract work, Northrop Grumman furnishes to the Contracting Officer a written summary of the activities performed, including a report of each reportable item not previously reported, or certifying that there are no reportable items.

19. protection of information

All Northrop Grumman employees and officers are to be sensitive to the need to protect and preserve the Company's information which is under their supervision and control according to the Company's policies and procedures for the protection of information then in effect. Before any information concerning the Company's business is released to anyone outside of the Company, either verbally or in writing, each employee shall consider and evaluate whether the information intended to be communicated should be released. If there is any question concerning the releasability of such Company information, no release should be made until the question has been satisfactorily resolved in accordance with the best business interests of Northrop Grumman. Consult with the Law Department for advice concerning this subject.

Company information includes any information which, if disclosed to others, might jeopardize or compromise the Company's competitive position, and all concepts or ideas reasonably related to the business and know-how of the Company which have not been sold, published, released or disclosed without restriction outside of the Company.

Information and data contained in contracts, proposals, reports, brochures, and other documents, when transmitted outside the Company, whether or not it is submitted in connection with any Governmental, commercial, or nongovernment contractual requirement, must be closely scrutinized and when appropriate, protected by affixing an appropriate legend and under an appropriate agreement. Unless properly marked and protected, Company information and data submitted to others and/or to the Government, may be acquired by the receiving party with unlimited rights and the receiving party may then use, duplicate, or disclose such information or data in a manner detrimental to the rights of Northrop Grumman.

20. outside submissions

From time to time, communications are received from persons outside Northrop Grumman suggesting ideas or inventions for use by the Company. These unsolicited ideas may be addressed to Northrop Grumman Corporation, to a sector, to a division, a company officer, a department, or an individual who is known to the writer. Some of these disclosures are submitted with disclaimers of any reward, while others are conditioned on sharing in the profits resulting from the proposed ideas or inventions.

Company policy charges the Intellectual Property Section of the Law Department with the responsibility for handling all unsolicited offers to disclose suggestions, ideas, or inventions received by the Company. All employees are reminded to carefully observe the provisions of this policy and, particularly the following rules:

1.  Stop reading or listening to a communication that contains an unsolicited disclosure or a suggestion, idea, or invention the moment it is recognized for what it is, and advise the Law Department of the matter. The matter will then be forwarded to the Intellectual Property Section of the Law Department.

2.  Never accept or agree to accept a disclosure of a suggestion, idea, or invention in person, verbally, by fax, or by e-mail. Graciously refuse it and suggest that submission of the matter in writing be sent to the Intellectual Property Section of the Law Department, Northrop Grumman Corporation, 1840 Century Park East, Los Angeles, CA 90067.

By following these rules, the Company's interests will be protected and disputes over rights to technology may be avoided.

For a more detailed understanding of the policies of Northrop Grumman Corporation on patents and other forms of intellectual property protection and the handling of proprietary information, attention is directed to the appropriate Corporate Policies, and to those sector, subsidiary, division or business unit policies and procedures which are applicable.

